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REMARKS 

1. Status of the Claims and Claim Numbering 

In the Notice, the Examiner asserts that the status of claims as indicated in Applicant's 
previously reply of November 11, 2008 is incorrect. Specifically, the Examiner alleges that the status 
of claims 40-42 is incorrect because only claims 1-39 were present in the amendment filed on April 
21, 2008 (the "April 2008 Reply"). As explained below, in view of the history of claim amendments 
for this application, Applicant submits that the claim numbering in the April 2008 Reply 
amendments was erroneous. New claims 38 and 39 of the April 2008 Reply should have been 
numbered 41 and 42. The Office Action mailed on May 29, 2008, however, entered the 
amendments requested in the April 2008 Reply and thus sustained Applicant's erroneous numbering 
recognizing the presence of claims 1-39. Based on a correct accounting for claim numbering, 
Applicant submits that claims 21, 23, 35, 36, 41, and 42 are pending in this application. Claims 21, 
23, 35, and 41 are allowed. 



Shown below is an account of the pending and canceled claims during the prosecution 
history of this application. Only claim amendments that were entered are indicated. 



Date 


Pending Claims 


Canceled Claims 


08/28/03 (original claims) 


1-20 


None 


09/13/06 


21 


1-20 


09/21/06 


21-40 


1-20 


05/09/07 


21, 23-25, 27, 28, 35, 36 


1-20, 22, 26, 29-34, 37-40 


10/01/07 


21,23-25,27, 28, 35, 36 


1-20, 22, 26, 29-34, 37-40 


04/21/08 


21,23, 35, 36,38,39 


1-20, 22, 24-34, 37 



As shown in the table, new claims 22-40 were introduced by Applicant's amendment of 
September 21, 2006. Appendix A. These amendments were entered and then recognized in the 
Office Action mailed on November 9, 2006, which indicates pending claims 21-40. See Appendix B. 
Claims 37-40 were subsequently canceled in Applicant's amendment of May 9, 2007. See Appendix 
C This amendment was entered and then recognized in the Office Action mailed on May 30, 2007, 
which indicates pending claims only up to claim 36. See Appendix D. The same claims, 21, 23-25, 
27, 28, 35 and 36 were pending after Applicant's amendment of October 1, 2007, as indicated by the 
Office Action mailed on November 20, 2007. Appendix E. 

In view of this history, claims 1-40 have been present in the application since entry of the 
September 21, 2006 amendment, and Applicant's addition of new claims 38 and 39 in the April 2008 
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Reply was erroneous. See Appendix F. Claims 38 and 39 should have been numbered 41 and 42. 
To correct this erroneous numbering, as explained in Applicant's most recent November 11, 2008 
reply, Applicant indicated claims 37-40 as being canceled, and new claims 38 and 39 from the April 
2008 Reply as being number 41 and 42. Applicant submits that the claim status indications in April 
2008 Reply showing claim 40 as canceled, 41 as previously presented, and 42 as currendy amended, 
are accurate. In view of the foregoing, Applicant respectfully requests that the Examiner withdraw 
the Notice and review the April 2008 Reply as filed. 
2. Conclusion 

Applicant respectfully submits that the instant application is in good and proper order for 
allowance and early notification to this effect is solicited. If, in the opinion of the Examiner, a 
telephone conference would expedite the prosecution of the instant application, the Examiner is 
encouraged to call the undersigned at the number listed below. 



Respectfully submitted, 



POLSINELLI SHALTON FLANIGAN SUELTHAUS PC 



Dated: February 9, 2009 On behalf of: Teddy C. Scott, Jr., Ph.D. 

Registration No. 53,573 



By: /Ron Galant, Ph.D./ 

Ron Galant, Ph.D. 
Registration No. 60,558 
Customer No. 37808 

POLSINELLI SHALTON FLANIGAN SUELTHAUS PC 

180 N. Stetson Ave., Suite 4525 

Chicago, IL 60601 

312.819.1900 (main) 

312.602.3955 (E-fax) 

312.873.3613 (direct) 
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APPENDIX A 

Application No.: 10/604,943 Docker No.: 050992.0300.CPUS07 

32. (new) The nucleic acid of claim 30, wherein the nucleic acid is capable of 
modulating expression of a target gene. 

33. (new) The nucleic acid of claim 31, wherein the nucleic acid is at least 15/25 
complementary to a binding site sequence of 18 to 24 nucleotides of a target gene and wherein 
the binding site sequence is located in an untranslated region of RNA encoded by the target gene. 

34. (new) The nucleic acid of claim 32, wherein the nucleic acid is at least 15/25 
complementary to a binding site sequence of 18 to 24 nucleotides of a target gene and wherein 
the binding site sequence is located in an untranslated region of RNA encoded by the target gene. 

35. (new) A vector comprising an insert, wherein the insert consists of the nucleic acid of 
claim 21. 

36. (new) A vector comprising an insert, wherein an insert consists of the nucleic acid of 
claim 25. 

37. (new) A probe comprising insert, wherein an insert consists of the nucleic acid of 
claim 21. 

38. (new) A probe comprising an insert, wherein an insert consists of the nucleic acid of 
claim 25. 

39. (new) A gene expression inhibition system comprising the vector of claim 35 and a 
means for inserting said vector into a cell. 

40. (new) A gene expression inhibition system comprising the vector of claim 36 and a 
means for inserting said vector into a cell. 
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! WHOMEVER IS LONGER. FROM TK£ WUUKG DATE OF THIS CQMMUrtlCATlOtf. 

*r*» eft MC« r«$ fcw«* dll« *i art camaaisMien 
, a rs **** «*»y» ** n» ©flfif anc'tu* irnta rcatot iftw w au **b *<« * w* «w»*r«j£c»', * tnwv t*m iw ' *v 
i Saw** 

j ffcaposiiiosi of Cairns 

j ; >C Claris) w® 1 * ctfa&zd 1c 

I Aopiteaucsi Papers 

tOCl The <k«whe(3) #e»d en isT^r: e)D c* *£] ****cted k> by tte Essmte. 

Aapfeatn way not £u4 sbftfsfcw •?« f*«4«£t*} fc* &&5d stw*«w>. 3? CFft 
««ptdc*r«en tfrr*rt*g «ftac«i1 iocfetffcg the ccrmcton o ct/M^d if me <fr»wtji$fsf t» ets&tu«J ». S€h& 37 1 42 HGI 



W O ACkno*te*ft*tertt i* ni^iaw of a ctatm tef (o?*^ pr«wrx u«ca? 33 U S.C $ i ^i«HcJ) o* (?"). 

:YQ Cc^1«o «l co^t^ti enssen ?J ««r^y <5eeoB»ef«9 feityt fceeft »£.<:ch^f nils N&**xsr» Sia?« 

" £v!9 n\U 0?JCC?se<j <tel£»4^(J OftcO t<> * fe? »rf SRtf «f U r i«5 espies r<?? «>cch^. 



fet'ii^ss^asssawB* 



Part <^ *<t^(»M &0&m 



-6- 



Application No. 10/604,943 



Docket No. 050992.0300.07USCP 



APPENDIX C 



A.MKNDMBNTS TO THE CM IMS 

t\. {Cvnwty Amended) An isctaed tiuctefe or id tatKutfng ;< nsscicotfrtes r **tow&in 

ttstt K&i&sce of nucleic aehfcoccgKises: 

(a> ;» » tout ) fi X.c<wowwiv» nwtottKta of SEQ if) P^^I^;I^l.iiJ^<iLi^; 
(1>> nr. KNA c<p3ivxfesst of (u>; 

(d> the cori&fcnse&i of any *tk: of f aM * } A 



22. (Caeeefoi) 

23. (Oamw% Am&n&U) Tt& agcMc ot" claim 21, wfeerein (he «fcteaft*4*.X fiK&kttjfe 
24 (Owefl^v Amend**} Tke maeteic »ced of cbini 2 4. *to*m &&w*k&^<wi&J}^l 

25, {CsirenSy Artweded) Tsaj aectett acid of claim H v-tmein ^Y,4^^emi^^^m^ 



2& CCwwitfSy Anwwviert) 1^ iiKctek se&ri of claim 21 tttwiiwin tf*HH« k M * g kt - ww* ? - . !* **' 

35. (Cvrrcnlty Amended) A vector coenpftein^ a^immr^*er<^JK*+«ta*«^ f>uc!cic 
aci<i of claim 31. 

36. (Curremly AnteruJed) A vector «>aiprmng«ft4f^b^i^HWKfi nude* 
acid of claims. 



X"tfl9,BBi 

sac 




AppikwkwNa: 

,"7. -40(CweeM) 
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AppltceM<sli 


Office Actfon Summary 




BEMTWfCH, tTZMAK 


Examiner 


Art Utto j 




Done Shin 


1835 | 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 UOMTHfS) OR THIRTY <50> DAYS, 
WHICHEVER IS LONGER. PRCM TH£ MAfUNO DATS OP THIS COMMUNtCATTON. 

- Cx«*>ter.4 c*8ma«ifrM«W«U*to'wftOarQ5* pfQ*i«C» cfSTCH? !n no a^cnJ, tropes, rns? a frrfy Bo natty <fcsl 

■ flt«r sac ft!) vavn h« item wififta ix* ct 

. ff «Oj*fod tor rx**y « wttjfttai acevc. tt» nwAtmrntttfuftyy s«*tte sad «tt*ep« 5W (6> toSNlKStToaro «SW0 <3B*ai«£ <crarc»s«»c»3* 

^ asp* t</ tfx 0«t« tel»t tnn tw* «*KMh% »«*t «S<W4> cf 0»9 ea***y«£#i*\ ««w «f fcw* fifc*. «tt Mtfua* an»- 

txncttt\xa&toT7n*3pittsx& 4>»t 5? Off* i.KH{b>. 

Status 

1 }® Responsive to communi&atiosW *Hecl on WJ^gjjgg^ 
2a)H Tr>i$ aaton is FINAL 2&CJ Tnls action « norvfirvsJ. 

3)D Since this appBcaiion is En contort for anoyance oxoetf for fotmoi masters, pfoaecuiien as to trie merits & 
desed fen accwdai>c8 wsifc me practice under St p<?/*e Oocyte. 1935 CO. 1 1, O G. 21 3. 

Disposition of Claims 

4® CtataM gl.g34»5.2y-gfll55/fflJ 3S «/are Pending m th« fi^cafew. 

£*j Of we aSove tfairols) ^ fcter* m^rewR* trow cjNi$«fcr#Jttsv 

§0 Cia$m(£3 is, r ara d&wod. 

Ctaanfe) 21.23*23.2?. 2£35 «wd 56 fofora reacted. 
7Q Gtetmfaj afore obtested so. 

8}Q CiafcfH*) am $>*fa£act to f*s*Hetfo!i wvator otectKm re^cnwii 

Application Paper* 

9JO TJ» spec&eat&n t» objected to by She Bcasniiw, 

10)O The df 3wn&i*) 8ec on < aO eotep&d or fc)D ot#&ied ov the Btafl&ier. 

Apptoa nisv not toques* tnai sny otasctko so the dmv^(t) ba teftS a* o&y&tttt. S&e 2? CfR ) -83(«>. 

fi^iiceRWfrtt <Jn»c>y f*t#^f(«> ^K«^g 1*8 i$ iaAw*d « me tJf4«rift9Ca) » o&;ea&-i to. Sea 57 OFR 

1 lO Tho oath or <focfn?ctt*3n j» ot^ct^d ^ by ^ ei&mnef . ?j<j^ the ^itac^s^ 0^f»c« Adion or forni PTO- 1 %L 

Priority endex 35 U,S.C § 119 

12)Q Ach^otvfecfgment » msde of* dacm f« iors^n p^tfecnty tndor 35 aS.C §■ 1 1Dra^d)^^}. 
aOAif oO^ome'cO^e of: 

I.O CertMied copies of tlie priority document nave bo^n mceivod, 

ZO Coitiifed copies d trio prto<% decum^ms nave been rot«ivod in App&eation No. . 

3.Q Cobles or tne cenified copies <rf the priority doctiraenis hove fceen r ecefred tn this Naitonai Stage 
application tnm mo Inttwr^tJonaf Buroau (PCT Rulo 17.2(0)}. 
* Soo tho attached detailed Office for a sist of tne certified copies rvot neco«vod. 



Att»chmMit(s]i 

1 } 0 of ftafcstfWtt* Cttod <J □ ftitsnw* Suavnjwy (PTfMO) 

□ «ww erf 0iaft«w««rfs Pc«o« Cn>^ (PT0*M*> Pa F« f Mo(t>*tea Oaia. . 

% Q HfcwtfliM CfcxAmw* 6t»lemont|«) tf^O/SS-OS) ^ U Htf ko oMn^al Paieol AppBtofioit 



PrOi-WS (Rev. Cd^I^ OiflMw AciJw SumRwry P<it 0l Paw r^Mafl Dale 20CrC5t7 



Application No. 10/604,943 



Docket No. 050992.0300.07USCP 



APPENDIX E 




United States Patent and Trademark Office 



vsrtto states orr a«tm t?n ov commi 
rO ****** . 




AWJCAT1DN KO 



FIRST NAMEO fW^STOa 



ArTO*A-ffVCOCXF.TVO I COXFUUUATJON KO 



JcdukB»mich 



7590 

ROSETTA-CENOMtCS 
c/oPSWS 

700W.47TH STREET 
SUITE I CCO 

KANSAS CtTY, MO 641 12 



*KTt* *0«l>g* 



D£LTV£8Y MODS 



nysoscotf paper 

Please find below and/or attached an Office communication concerning this application or proceeding. 
The time period for reply, if any, is set in the attached communteation. 
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Office Action Summary 


4ppficatroo Ho 


Appfitafttto) 
BENTW?CH. fRHAK 









- The MAILING DATE at Ous communication apsea/s on the rover s&e#i aWtf* tfc » correspcntiznee address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 2 M0NTH{SJ OR THIRTY (50) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

Otost s& m WOfil *f$ fcaov tec tratfiv*; osja d »n> wsewmiattca. 
. B WO 5&*3* Its' n&i t& spJCi^ 5* *d ft* wti ft>#» 5tt tty «40Vn<& £y» ** nvsVivg Octi c* Cfc wsswncrtw 

* raws* » « *y "pi e* '*« © ***es*a ter E*?»f «& a? «atuit, «urjt» ft* «#Sfcrf*& * t<Ks? w* 4&!uNt>0jf f.o f>s w AC. i *2fc 
Status 

SaO Tfc& ac&jr? is R#AL. 2l>}gJ Thfes action is ngn-fiftftL 

3)D Since this applcca&ai is m condition for afowsiftce except tai tors*Qi matter prosecution 1© the rsterifc is 
dosed te accordance wifc thu prac*k» uncar £* £#tfa 0?/*yfc, 1935 CD. si, 453 O.G. 

Disposition of Claims 

4}S Claim**) ai£L3i£ZJO£&^ iww&ig to me application. 

4c) Of the above claim(s) is/ace withdrawn hom consideration. 
§}□ Claims) «/ar© atfcv/edL 

6) 63 Ctecmis) ZLtt-2$.?7 M3$ Mtl3$ is/ore rejected. 

7) 0 CtaM*} te^re objected to* 

&£3 Claim**) eta subject to res&ri#ic« sndtor etec&m requirement 

Appi/caUoji Papers 

9}D Th* specateatten is ofc*ceied to by m Boamtef . 

10)0 The d*dwir$te) filed on ^ , is/8i?e; a)Q accepted or b£] objected to oy ihe Examiner, 

Appficaat may net mqucai any ofcjectron s> dtaw^^s) bo he& m ^wyanos. See 3? CFR 1 .S£(aV 
Rfrpi^emam ^rsw«ng ?4>geKR} ^tOw^g tf^ cofrec*4on I* rotted * the i* ot^cd t«>. Sd« 3? CFR 1. 121(d). 

1 1O The oaift or d^sc^slioft is ot^ecteti to by the E^sfiMnef. Kota the ettected Office Actiott or iwm PTO*t$Z. 

Priority ymf&r U.S.C, § 11 & 

12)Q Ackr*owle<*5m«nr fe marie of 0 cigirn tor for^n priority urr4er US.C . % 1 19fa)-«i> or (f), 

lQ Certified copes of the priwily 4ocomer>ts fwss) bscn JBcdvod. 

7-0 Cort^od ccrp^d of ths prtorlry ^oewfterrte have be©ft r^^ived (r?. Ap#&5at&r> Uo> . 

3.Q Ctfpfes o^ tfse ooniliosl copies ol tine ftiiority ootunsents have teen received In thfe National Stage 
apptxatten ton ;he rr^r^t^a! Bureau (PCT Rute 17.2(a)). 
* See th* ifitt^h^q* defe^e^ Office acton for a RjM of 6ie c^^fis«< copies m\ rcta^ved. 



t) S NoJrw of Ro^c^ fPIO- W 
I) Q Of OraftftjcntOfl'o Pzitrtt Owing R«v«rflr (PTO-tW^ 
i) Q k«ontt*kw Dw^wre SlAi»m»nt(e) (PTO^GJCfi? 
Paper r^ot'iVr«i«rf oaia , 



4) □ bu«fvtaw Sccwmsfy «PTCMti> 
6) 0 OVtetr . 



6wwm»y Part of Pw«w WcM1»3 ^to 2C07102? 
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APPENDIX F 



TO THE CLAIMS 

1. - 20, (Cancel*! » 

2 1 - (Currcmiy A raided) A n isolated roiclck acki ^frsktiftg-o r X nncfeotidg f* 
vvhtv^iu <he sequence of che nocleic. acid eem^i'kcs iv selected from the graup comUtlna of : 
(a) ¥-*^^^v^^^^^SEQ ID NOV: I2B. 131, or 135: 
{ h) &\\ & N A t$ qa i* a l t&»s cneofei by thg ttuctesc acid c$ (a^ awf 

fe* e iMKjo& t we at I tfftM 833ffridenti€fll to (a) or (bji 

M*£c J the camplemem of aiiy^weMfrHfr H a) or I bl wliereis* the coajplesnem fa 
idcmkal mien ptfa toia i or fl& 

M tCttcstad) 

23. «Cufn:titly Ama«fc<i J ?3^Mj^^nutl.«tc ^ci d of ahem gf . wherein tfce & 
f^le^t«te-&i«<>f-^ seofuertce of to nuclck acid is elected from ihs grc*ip coo&issiiMt oi & 

£ c> pie ^ mgQasm g£ f a> &: &L wftgrcfci thy? co^pie^"i k Lfem&&i us 

24. * 34. (Canceled) 

35. (Previously j»im.me<J5 A vector cccmpri^ing the uuckk ackl of rMm 21. 
3:5. (Cuiveml y A meiv&d) A v<&ctOtf ■compriataj; nueteic acid of claim 23- 
37. {Caiiaskstt 

3$. $Ncw) A pvofcc i^riprfeing ifcc r4jcleie tu&j of ctofut 23- 
39. $NV.w> A pro** comprising the: roctck acw of tfatm 23. 
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